
United States Bvtent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 

UnittMi Status Patent und Trudenuirk OfTiou 

Addroos: COMMISSIONER OF PATENTS AND TRADEMARKS 

Wnshington, D.C. 20231 

www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. | CONFIRMATION NO. 



09/449,021 



11/24/1999 



HELMUT EMMELMANN 



373-02 



5718 



7590 02/28/2003 

DERGOSITS & NOAH LLP 
ATTN RICHARD A NEBB 
FOUR EMBARCADERO CENTER 
SUITE 1150 

SAN FRANCISCO, C A 94111 



EXAMINER 



KENDALL, CHUCK 0 



ART UNIT 



PAPER NUMBER 



2122 

DATE MAILED: 02/28/2003 



Please find below and/or attached an Office communication concerning this apphcation or proceeding. 



PTO-90C (Rev. 07-01) 





Applicatt n No. 


Applicant(s) 




Offic Action Summary 


09/449.021 


EMMELMANN, HELMUT y 


Examiner 

unucK u rvenaaii 


Art Unit 

2122 





~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period f r Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 



- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timety filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply v^thtn the statutory minimum of thirty (30) days will be considered timely. 

• If NO period for reply is specified above, the maximum statutory period v^'ll apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)S Responsive to comnnunication(s) filed on 11/19/2002 . 
2a)n This action is FINAL. 2b)l3 This action is non-final. 

3) 0 Since this application is in contjition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 
Disposition of Claims 

4) 0 Claim(s) is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) See Continuation Sheet is/are rejected. 

7) [EI Claim(s) 27-29.56-58.73 J8-81. 83.87.89 and 120 is/are objected to. 

8) ^ Claim(s) 9-21.34-40,44-50 and 97-113 are subject to restriction and/or election requirement. 
Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or bO objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) 0 The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 
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DETAILED ACTION 



Examiners Response 

This Office Action is the response to the communication received on 11/19/02 
Amendment under 37 CFR § 1 . 1 1 1 . Reconsideration of the instant application is 
requested by applicants. All such supporting documentation has been placed of 
record in the file. Claims 1-127 are pending in this application. 

Elect ion /Res trict ions 

Claims 9-21,34-40,44-50, & 97-1 13 withdrawn from further consideration 
pursuant to 37 CFR 1.142(b) as being drawn to a non-elected group B(component 
group), there being no allowable generic or linking claim. Election was made without 
traverse in Paper No. 13. 

Claim Rejections - 35 U5C § 192 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
fomri the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in 
the United States before the invention thereof by the applicant for patent, or on an International 
application by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 
371(c) of this title before the invention thereof by the applicant for patent. 

1-8,23-26,30-33,41-43,51.55,59-72,74-77,82.84-86,88,90-96 and 114-119,121-127-127. 

Claims 1,22,90-96 and 114-119,121-127 are rejected under 35 U.S.C. 102(e) as being 

anticipated by Truong USPN 6,151,609. 

Claims 

Regarding claim 1 & 22 Truong anticipates a software development 
system for applications that mn on a data network which couples a server 
computer and a client computer, wherein the client computer runs a browser 
program, comprising 



a document generator capable of generating functional application 
documents with additional editing features for interpretation by the browser 
program (Tmong, 1: 65-67,2:1-10,& 17-30); 

an editor capable of directly operating on the documents displayed by the 
browser thereby allowing the user to work on a functional application during 
development [10:45-50]. 

Regarding claim 90 an editor for use with a web browser, the editor 
allowing the user to edit a document displayed by the browser, (Truong, 1: 65- 
67,2: 1-1 0,& 17-30); 

wherein clicking on said document displayed in the browser window initiates 
editing functions, and scripts contained in said document staying functional (Truong, 
7:1-5) .the editor comprising a first software program for execution within the browser 
and for processing the clicking on said document [10:45-50]. 

Regarding claim 91 the editor as in claim 90 using at least two 
windows, a first browser window displaying said document and a second 
window for displaying information on an element contained in said document 
(Truong, 6:55-65). 

Regarding claim 92 the editor in claim 90 further comprising a second 
software program for modifying documents in cooperation with the first software 
program [10:45-50]. 

Regarding claim 93 the editor as in claim 92 further comprising a third 
program for transfomiing the document into a generated document thereby adding 
editing features, the browser displaying the generated document looking similar to 
the original and interpreting the editing features [7:20-30]. 

Regarding claim 94, editor in claim 93 wherein said document is a 
dynamic document having components denoted thereon, the third software 
program further comprising instructions for generating browser code for 
components (2:1-10). 

Regarding claim 95 the editor as in claim 94 wherein the browser 
together with the first software program is mnning on a client computer 
connected to a server computer via a data network, wherein the second and the 
third software program run on the server computer(Tnjong, 1: 65-67,2:1-10,& 17- 
30). 

Regarding claim 96 the editor in claim 90 wherein links contained in said 



document stay functional allowing the user to browse and edit at the same time (8:39- 
45). 

Regarding 114 Truong, anticipates a system for displaying dynamically 
generated documents in a data network coupling a server computer to a client 
computer (6:12-25), wherein the client computer has a first software program including 
first program instructions for generating a request to obtain at least one generated 
document from the server computer and for displaying the generated document, 
comprising; 

a plurality of components for execution on the server, at least one of the 
components including first features to cooperated with an editor in editing said 
components and second program instructions to generate browser code [10:45-50], 
and 

third program instructions on the server for, based on the data contained in a 
request initiated by the client computer, generating generated documents for transfer 
to the client computer, thereby calling second program instructions of components 
(7:65-8:15). 

Regarding 115 the system of claim 114, wherein the first features include 
fourth program instructions for passing information to the editor (10:55-59). 

Regarding claim 116, system of claim 1 15 wherein at least part of said 
information is collected during execution of the components on the server (7:60-67). 

Regarding claim 117, system of claim 115 wherein said infomiation is 
transmitted from the server to the client (7:60-8:5). 

Regarding claim 118, system of claim 115 wherein said infomiation 
includes attributes of said component (figure 5). 

Regarding claim 119 system of claim 14, wherein first features include fifth 
instructions that display additional editing features of the components during editing 
(10: 45-50). 

Regarding claim 121, system of claim 114, wherein first features include an 
extension for use by the editor, said extensions for enabling editing of the 
components attribute (10: 45-50, see editing features). 

Regarding claim 122 system of claim 121 wherein said extension is a 
document for editing components attributes (8:65-67). 

Regarding claim 123 system of claim 114 wherein components are denoted 
on document templates using tag syntax, whereby the tag name identifies a 



component (6:57-63). 

Regarding claim 124 system of claim 114, containing at least one 
component wherein second program instmctions are used to generate browser 
code for displaying the component during editing and during normal uses (8:65- 
67). 

Regarding claim 125 a method for editing an application that is built using 
components and that operate by generating documents comprising the step of; 

mnning the application, thereby generating a generated document(9:1-5) 

displaying a view of the generated document (8:65-67), 

selecting a component by clicking on selected portions of said view (8: 36-38), 

identifying the selected component in the source code of the application (8: 
30-37, for source see file), 

initiating a modification function modifying the source of the application (10: 
45-50, for modifying see editing features). 

Regarding claim 126 method of claim 125, wherein the running the step 
and the displaying step are repeated after applying a modification function (10: 
45-50, see editing features). 

Regarding claim 127 method of claim 125 further comprising collecting edit 
information for use by the identifying step (8:45-52). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claims 2-8,23-26,30-33,41-43,51-55,59-72,74-77.82.84-86, & 88 are rejected 
under 35 U.S.C. 103(a) as being unpatentable over Truong USPN 6,151,609 in view of 
Prithvirag et al. USPN 5,987,513. 



Regarding Claim 2 Troung discloses all the claimed limitations as applied in 
claim 1 including a plurality of components (2:1-5, for components see text boxes, 
buttons) and editor provides features to insert, modify and delete (10:47-50). Tmong 
doesn't explicitly disclose wherein developed applications comprising document 
templates. However, Prithviraj does disclose this feature (3:55-60). Therefore it would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to modify Truong with Prithviraj to implement the instant claimed invention because, the 
use of templates in web development is a general practice and makes document 
generation more reusable and hence more efficient. 

Regarding Claim 3 a software development system as claimed in claim 2, 
wherein at least one of the components reacts interactively on user input by executing 
instructions on the server (Truong, 2:1-5). 

Regarding claim a software development system as in claim 3, wherein at least 
one of the components contains at least one other component (Prithviraj, 2:55-60 see 
applet). 

Regarding claim 5 a software development system as in claim 3, wherein the 
set of components on documents generated from a single document template can 
vary for different requests of the same document template (Prithviraj, 3:54-62 see 
specifying template). 

Regarding Claim 6 Truong discloses, a software development system for use in 
a data network which couples a server computer to a client computer, wherein the client 
computer includes a first software program for generating a request for one or more 
documents from the server computer and for displaying documents (Truong, 1: 65- 
67,2:1-10,& 17-30), and wherein the server computer includes a second software 
program for receiving and processing the request from the client computer (Truong fig3, 
3b 160,10:45-50) for generating and storing documents, and for transmitting 
documents to the client computer in response to requests, the server computer further 
comprising (Truong, 5:60-65) data store (fig 3c, 128), a plurality of components residing 
in the data store, including components that react interactively on user input (Truong, 
2:1-5) by executing instructions on the server. Truong doesn't explicitly disclose a 
plurality of document templates residing in the data store, at least one document 
template and a third program selecting a document template based on the request from 
the client computer and instructions for generating a document from the document 
template for transmission to the client computer. However, Prithviraj does disclose this 



feature (3:55-60). Therefore it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to modify Truong with Prithviraj to implement the 
instant claimed invention because, the use of templates in web development is a 
general practice and makes document generation more reusable and hence more 
efficient. 

Regarding claim 7 see reasoning in claim 5. 

Regarding Claim 8 the development system of claim 6, wherein a component is 
nested within a component (Prithviraj, 2:55-60 see applet). 

Regarding claim 23 a computer as in claim 22, wherein the editor operates 
functional applications in an edit mode permitting editing directly in the web browser 
(Tnjong 2:1-5,10:45-50). 

Regarding claim 24 a computer as in claim 23 wherein at least one of 
the components can react on subsequent document requests containing user 
responses by executing selected instructions (Truong, 10:45-50). 

Regarding claim 25 a computer as in claim 24, wherein the computer further 
comprises: 

a store of component classes, each component class implementing one 
component kind (Prithviraj12:50-55); 

and a parser(Tnjong 3:30-34) able to detect components marked on 
document templates wherein the document generator works upon a document 
request using component classes to generate browser code (Prithvirajl 4:43-53); 
and 

wherein the editor is capable of showing a menu of components for insertion 
into the document templates (Prithviraj 14:53-63, see menus, document specification 
and see 13:60 for ascii editor). 

Regarding claim 26 see reasoning in claim 6. 

Regarding claim 30 the system of claim 26, wherein the features are scripts 
(Truong, 7:1-5). 

Regarding claim 31 the system of claim 30, wherein the scripts are generated 
specifically for the second document and encapsulate information which is incorporated 
into the first document (Prithviraj, 2:55-60 see applet, encapsulation is inherent in java). 

Regarding claim 32 the system as in claim 26, wherein the features 



incorporate information regarding the first document into the second document 
(Truong, 9:10-15). 

Regarding claim 33 a system as in claim 32, wherein the information 
incorporated into the second document is used on the client computer in order to 
send change requests for the first document to the server (Tnjong, 7:10-30). 
Regarding claim 51, see reasoning in claim 6. 

Regarding claim 52. The system of claim 51, wherein components include 
fourth program instructions 

including steps to generate browser code prior to transmission to the first 
software program [Truong, 7:1-15]. 

Regarding claim 53 a system in claim 52 running on a data network, 
coupling a server computer and a client computer, the first program running on 
the client computer, the second program mnning on the server computer 
[Truong, 7:10-30]. 

Regarding claim 54 a system in claim 52 wherein second documents are 
HTML documents with embedded scripts [Truong, 7:1-5]. 
Regarding claim 55 see reasoning in claim 6. 
Regarding claim 59 see reasoning in claim 6. 

Regarding claim 60 the software development system of Claim 59 
mnning on a data networi^, which couples a server computer and a client 
computer, the document generator running on the server computer the editor 
at least partly mnning on the client computer (Truong, 7:57-8:5) 

Regarding claim 61 the software development system of claim 60, 
wherein the document generator further comprises fourth instmctions for 
execution during document generation to collect edit information for use by 
the editor (Tmong, 8:39-50). 

Regarding claim 62 the software development system of claim 60, wherein 
the editor uses a web browser for displaying said view (Truong, 8:39-50). 
Regarding claim 63 the software development system of claim 
60, able to automatically repeat requesting the document generator to 
process the dynamic web document if required [Prithviraj, 1 1 :60-65]. 



Regarding claims 64 the software development system of Claim 59 
further comprising a plurality of components marked on the dynamic web 
document, components including instructions for use by the document 
generator to generate browser code [Prithviraj, 1 1:55-65]. 

Regarding claim 65 the software development system of claim. 64, 
wherein the editor uses a web browser for displaying said view (Truong, 8:39- 
50). 

Regarding claim 66 see reasoning in claim 2. 

Regarding claim 67 see reasoning in claim (Truong, 8:39-50). 

Regarding claim 68 see reasoning in claim 61. 

Regarding claim 69 the software development system of claim 68, 
wherein the editor uses the edit Information to conrectly modify the dynamic 
web document [Prithviraj, 11:55-65]. 

Regarding claim 70 see reasoning in claim 64. 

Regarding claim 71 the software development system of claim 59, wherein 
the editor uses a web browser for displaying said view (Truong, 8:39-50). 

Regarding claim 72 the software development system of claim 71, 
wherein first instructions comprise seventh instructions for initiating a reload in 
the browser [Truong, 7:59-67]. 

Regarding claim 74 see reasoning in claim 6. 

Regarding 76 the software development system as in claim 74, wherein 
tag syntax is used to denote components on document templates, whereby 
the tag name identifies the component kind (Truong, 6:57-63). 

Regarding claim 82 a software development system as in claim 74 the 
editor able to provide an editable view taking the varying set of components 
into account 

Regarding claim 84 see claim 4 for reasoning. 

Regarding claim 85 the software development system as in claim 74, wherein 
multiple instances of a third component denoted on the document template can be 
included in the generated document (Prithviraj, 2:55-60 see applet, instantiation is 
inherent in java). 

Regarding claim 86 development system as in claim 85, further comprising 
seventh instructions to assign a unique identifier to each component instance. 



whereby the third component includes eighth instmction to qualify names generated 
into the browser code with the unique identifier (Tnjong,8:20-35). 
Regarding claim 88 see reasoning in claim 85. 



Allowable subject matter 



Claims 27-79, 56-58,73.78-81, 83,87,89, and 120 are objected to as being 
dependent upon a rejected base claim, but would be allowable if rewritten in 
independent fomn including all of the limitations of the base claim and any intervening 
claims. 
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